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DETAILED ACTION 
Response to Election/Restrictions 

Applicant's election with traverse of Group I claims 1-7, 16-17, and 19-21 in the 
response filed on December 12, 2008 is acknowledged. 

Applicants' arguments are not found persuasive because (1 ) the claims are 
interpreted in light of the description, but not limited by the description, i.e. limitations 
are not read into the claims; and (2) the special technical features (and thus unity) are 
lacking as claim 1 is obvious over Blume et al and Bomal et. al.. 

The requirement is still deemed proper and is therefore made FINAL. 

The claims 8-15 are withdrawn from consideration. The claim 18 was canceled 
previously. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 19-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

For the purpose of examination, the limitations of the precipitated silica of claims 
1 and 8, respectively have been injected into elected claims 19 and 21 and 20, 
respectively. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-7, 16-17, and 19-21 rejected under 35 U.S.C. 103 (a) as being 
unpatentable over Blume et al. EP 0983966 (herein referred to under the equivalent of 
US pat. 6,268,424) in view of Bomal et al (US 5,800,608). 
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Regarding claim 1 , Blume et al. disclose a precipitated silica containing: 

(a) BET 80-180 m^/g, 

(b) CTAB 80-139 m%, 

(c) AI2O3 <5%, Sears number 5-25 ml (abstract). 

Although the CTAB taught by Blume et al. is to some extent outside the instant 
claim 1, Bomal et al teaches a process of making precipitated silica containing CTAB 
between 140-200 m^/g, which is overlaps the instant claimed, see MPEP 2144.05: 

"In the case where the claimed ranges "overlap or lie inside ranges disclosed by 
the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. 
Cir. 1990) (The prior art taught carbon monoxide concentrations of "about 1-5%" while 
the claim was limited to "more than 5%." The court held that "about 1-5%" allowed for 
concentrations slightly above 5% thus the ranges overlapped.); In re Geisler, 116 F.3d 
1465. 1469-71, 43 USPQ2d 1362, 1365-66 (Fed. Cir. 1997) (Claim reciting thickness of 
a protective layer as falling within a range of "50 to 100 Angstroms" considered prima 
facie obvious in view of prior art reference teaching that "for suitable protection, the 
thickness of the protective layer should be not less than about 10 nm [i.e., ICQ 
Angstroms]." The court stated that "by stating that suitable protection' is provided if the 
protective layer is about' 100 Angstroms thick, [the prior art reference] directly teaches 
the use of a thickness within [applicant's] claimed range."). Similarly, a prima facie case 
of obviousness exists where the claimed ranges and prior art ranges do not overlap but 
are close enough that one skilled in the art would have expected them to have the same 
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properties. Titanium Metals Corp. of America v. Banner, 778 F.2cl 775, 227 USPQ 773 
(Fed. Cir. 1985) (Court held as proper a rejection of a claim directed to an alloy of 
"having 0.8% nickel, 0.3% molybdenum, up to 0.1% iron, balance titanium" as obvious 
over a reference disclosing alloys of 0.75% nickel, 0.25% molybdenum, balance 
titanium and 0.94% nickel, 0.31% molybdenum, balance titanium.). "[ A ] prior art 
reference that discloses a range encompassing a somewhat narrower claimed range is 
sufficient to establish a prima facie case of obviousness." In re Peterson, 315 F.3d 
1325, 1330, 65 USPQ2d 1379, 1382-83 (Fed. Cir. 2003). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to apply the specific surface area (CTAB) of Bomal to the 
composition of Blume et al, motivated by the fact that the precipitated silica taught by 
Bomal, having the claimed CTAB, has excellent dispersibility and very satisfactory 
reinforcing prosperities in rubber compositions (abstract, col. 9, lines 7-10). Since Blume 
and Bomal teach compositions of precipitated silica and have a reasonable expectation 
of success, the invention as a whole would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made. 

Regarding claim 2, the precipitated silica taught by Blume et al has an oil 
absorption capacity (DBP) 200-300 ml/IOOg, which is encompassed by the instantly 
claimed (abstract). 

Regarding claims 3-6, the precipitated silica taught by Blume et al has a 
BET/CTAB surface ratio of from 1 .0-1 .6, which encompasses or is encompassed by the 
instantly claimed (abstract. Examples 1-5, col. 9-col.11). 
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Regarding claim 6, the precipitated silica taught by Blume et al has a wk 
coefficient <3.4, which is encompassed by the instantly claimed (abstract). 

Regarding claim 7, the precipitated silica taught by Blume et al contain 
organosilanes, represented by the formulas I to III shown below. They encompass the 
instantly claimed (col. 4, lines 15-47). 

a^«(aO),^Si-(alkyl) m 

or 

S^^(SO)3^„Si-(alkenyl) {111% 

Regarding claims 16-17, the precipitated silica taught by Blume et al can be used 
in all rubber applications, particularly in tires as per applicant claims 16-17 (col. 6, line 
52-col. 7, Iine14). 

Regarding claims 19-20, the precipitated silica prepared according to the method 
of Blume et al can be used in all rubber applications, particularly in tires (Example 1, 
col.9, lines 19-44, and col. 6, line 52-col. 7, Iine14). 

Regarding claim 21 , the precipitated silica taught by Blume et al can be used in 
battery separators as instantly claimed (col. 7, lines 15-17). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YUN QIAN whose telephone number is (571 )270-5834. 
The examiner can normally be reached on Monday-Thursday, 10:00am -4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J.A. LORENGO/ /YUN QIAN/ 

Supervisory Patent Examiner, Art Unit 1 793 Examiner, Art Unit 1 793 



